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Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

PETITION TO WITHDRAW FINAL OFFICE ACTION 

Sir: 

Applicants respectfully petition the Patent Office to withdraw the Final Office Action 
mailed September 29, 2003. Applicants believe that the Office Action mailed May 29, 2003 is 
still active, as Applicants have not yet responded thereto. Applicants believe they have six 
months from the mailing date of the May 29, 2003 Office Action in which to respond (i.e., until 
November 29, 2003). Accoftjingly, Applicants believe that the Final Office Action was mailed 
in error. 

The Offafce Action oJrMay 29, 2003 included the following statement: 

11/04/2003 ftWONDflFl 00000001 69909420 

\ / Drawings 

04 FC:1460 X^ttO^OP 

The informal drawings are not of sufficient quality to permit examination. 
Accordingly, new drawings are required in reply to this Office Action. 

Applicant is given a TWO MONTH time period to submit new drawing in 
compliance with 37 CFR 1.81. Extensions of time may be obtained under the provisions 
of 37 CFR 1 .136(a). Failure to timely submit new drawings will results in 
ABANDONMENT of the application. 
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The Office Action also stated that: 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 
MONTH(S) FROM THE MAILING DATE OF THIS COMMUNICATION. 

Thus, the Office Action of May 29, 2003 stated that: (1) drawings were required within 
two months of the mailing date of the Office Action, and (2) a response to the remainder of the 
Office Action was required within three months of the mailing date. A copy of the Office Action 
of May 29, 2003 is enclosed. 

Accordingly, on July 29, 2003, Applicants submitted a "Partial Response to Office 
Action" in which the Applicants stated that "this is in response to the specific aspects of the 
Office Action mailed May 29, 2003 (Paper No. 7), given a two-month response period." 
(Emphasis in original.) The Applicants' papers were filed in response to the portion of the 
Office Action given only a two-month period of time for reply, i.e., the portion referring to the 
drawings. The parts of the Office Action given a three-month period of time in which to respond 
are therefore still active, and Applicants have not yet responded thereto. 

The Patent Office mailed a Final Office Action on September 29, 2003. As the 
Applicants have not yet responded to the Office Action of May 29, 2003, and still have sufficient 
time in which to respond (within six months of the mailing date of the Office Action, or until 
November 29, 2003), it is believed that the Final Office Action was mailed in error. It is thus 
respectfully petitioned that the Final Office Action of September 29, 2003 be withdrawn, and the 
amendment filed herewith be entered as being fully responsive to the Office Action of May 29, 
2003 (along with a petition for a 2 month extension of time, also filed herewith). 

The petition fee of $130.00 is enclosed. Please credit any overpayment or charge any 
deficiency in the enclosed fee to the account of the undersigned, Deposit Account No. 23/2825 



Respectfully submitted, 




Timothy J. <pY<#, Ph.D., Reg. No. 36,628 
Tani Chen, Sd.D., Reg. No. 52,728 
Wolf, Greenfield & Sacks, P.C. 
600 Atlantic Avenue 
Boston, Massachusetts 02210-2211 
Telephone: (617) 720-3500 
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DOCKETED 
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PTO-90C (Rev. 07-01) 




Office Action Summary 



Application No. 

09/909,420 




Examiner 

Paul D Kim 



icant(s) 
GRACIAS ET AL 



Art Unit 

3729 



- The MAILING DATE of this communica tion appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

- If NO Deriod for reply is specified above, the maximum statutory penod will apply and will expire SIX (6) fJ ^J^^^ t ^^^^ 9 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )03 Responsive to communication(s) filed on 03 February 2003 . 
2a)Q This action is FINAL. 2b)|g| This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters Prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) IEI Claim(s) 1=15 is/are pending in the application. 
4a) Of the above claim(s) 10-15 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1=9 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

1 0)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

I I )□ The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required^ reply, to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)Q All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No. 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4 > C 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) 



Interview Summary (PTO-413) Paper No(s). — 
Notice of Informal Patent Application (PTO-152) 
Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 7 




Application/Control No, 

09/909,420 

Examiner 
Paul D Kim 



Appiicant(s)/Patent Under 
Reexamination 
GRACIAS ET AL. 




inHnHo a „ .nnlir^ble: Author, Title Date, Publisher, Edition or Volume, Pertinent Pages) 



U , P.B. Visscher et a!., "Self-Assembly in Model Magnetic Inks," IEEE, vol. 34, No. 4, pp. 1687-1698, 1998. 



Hsi-Jen Yeh and John S. SMRh. "Fluidic Self-Assembly of Microstructures and its Application to the INtegration of GaAs on Si; 
IEEE, pp. 279-284,1994. 




•A copy of this reference is not being furnished with this Office ^^^^^'^ 
Dates in MM-YYYY format are publication dates. Classifications may be US or foreign. 



Dates 

U.S. Patent and Trademark Office 

PTO-892 (Rev. 01-2001) 



Notice of References Cited 



Part of Paper No. 7 
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DETAILED ACTION 



1 . This office action is a response to the restriction requirement field on 2/3/2003. 



2. Applicant's election with traverse of Group I, claims 1-9, in Paper No. 6 is 
acknowledged. The traversal is on the ground(s) that the restriction should not be made 
if a single search and examination could be performed. This is not found persuasive 
because the article of Group II as claimed can be made by another and materially 
^different process such as without assembling in a non-"planar arrangement of 
components. Also, these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

The requirement js still deemed proper and is therefore made FINAL . 

3. Claims 10-15 are withdrawn from further consideration pursuant to 37 CFR'v 
1.142(b), as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in Paper 



Information Disclosure Statement 

4. The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609 A(1 ) states, "the 



Election/Restrictions 



No. 6. 
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Art Unit: 3729 

list may not be incorporated into the specification but must be submitted in a separate 
paper." Therefore, unless the references have been cited by the examiner on form 
PTO-892, they have not been considered. 

Drawings 

5. The informal drawings are not of sufficient quality to permit examination. 
Accordingly, new drawings are required in reply to this Office action. 

Applicant is given a TWO MONTH time period to submit new drawings in / 
compliance with 37 CFFTi .81 . Extensions of time may be obtained under the 
provisions of 37 CFR 1 .136(a). Failure to timely submit new drawings will result in 
ABANDONMENT of the application. 



6. The abstract of the disclosure is objected to because the abstract does not 
sufficiently describe the clairhedinvention. Correction" is requiredTSee MPEP 

§ 608.01(b). 

7. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 



Specification 



Claim Objections 

8. Claim 1 is objected to because of the following informalities: 

Re. Claim 1: The limitation "component" in line 1 should be -components--. 
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Re. Claim 8: The limitation "electrical communication" in line 3 should be -the 
electrical communication-. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

9. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

10. Claims 1-9 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
-indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

Re. Claim 1: The limitation "the direction" in line 3 lacks antecedent basis. 

Re. Claim 8: The limitation "electrical conductor" in line 2 renders vague and 
indefinite. It is unclear whether this electrical conductor is the same in line 2 of claim 7 
or a new electrical conductor. 

Also, the limitation "an electrical circuit" in line 4 renders vague and 
indefinite. It is unclear whether this electrical circuit is the same in line 4 of claim 1 or a 
new electrical circuit. 

Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



12. Claims 1-9 are rejected under 35 U.S.C. 102(e) as being anticipated by Bowden 
et al. (US PAT. 6,507,989). 

The applied reference has a common inventor and assignee with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) 
might be overcome either by a showing under 37;6FR;1 .1 32 that any invention 
disclosed but not claimed in the reference was derived from the inventor of this 
application and is thus not the invention "by another," or by an appropriate showing 
under37 CFR 1.131. 

As per claim 1 Bowden et al. teach a method of self-assembly of mesoscaie 

N 

object comprising step of: allowing a the first, second, third and forth of components 
(90,94,102 of Fig. 4 or 140 of Fig. 5) in a non-planar arrangement of component and 
forming at least one electrical circuit that traverses at least a portion of the first, second, 
third and forth components (col. 1 , line 18 to col. 10, line 16). 

As per claim 2 Bowden et al. also teach that the first, second, third and forth 
components to assemble under a set conditions to form an interconnection assembly 
(col. 2, lines 61-65). 
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As per claim 3 Bowden et al. also teach that the first, second, third and forth 
components includes a mating surface that matches a mating surfaces of at least one 
other of e first, second, third and forth components (col. 2, lines 43-49). 

As per claim 4 Bowden et al. also teach that the allowing the first, second, third 
and forth of components (90,94,102 of Fig. 4 or 140 of Fig. 5) in a non-planar 
arrangement of component and forming at least one electrical circuit that traverses at 
least a portion of the first, second, third and forth components (col. 1 , line 18 to col. 10, 
line 16). . ^ - _ , 

As per claim 5 Bowden et al. also teach that the first, second; third and forth of 
components undergo random contact interaction with each other until the non-planar 
arrangement of component is formed as shown in Fig. 5 and 10C (col. 4, lines 32-38). 

As per claim 6 Bowden et al. also teach that each mating surface of the first, . 
second, third and forth of components is matched with the other mating surfaces in a 
fluid such as in water (col, 10, lines 1-4). 

* 

As per claims 7 and 8 Bowden et al. also teach that each of the first, second, 
third and forth of components is electrically connected by an electrical conductor (1 14) 
to form an electrical circuit as shown in Fig. 4 (col. 8, line 53 to col. 9, line 45). 

As per claim 9 Bowden et al. also teach that the first mating surface is allow to 
fasten to the second mating surface in a manner that is irreversible under the set 
condition (col. 2, lines 61-65). 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Smith et al. (US PAT. 5,545,291), Sliwa Jr. (US PAT. 5,075,253), and Birks 
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et al. (US PAT. 4,016,456) are cited to further show the state of the art with respect to 
method of self-assembling structures. 

Conclusion 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul D Kim whose telephone number is 703-308-8356. 
The examiner can normally be reached on Tuesday-Friday between 7:00 AM to 5:30 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Vo can be reached on 703-308-1789. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9302 for 
regular communications and 703-872-9303 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-306- 
5648. ' 
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